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. SICS WHAT IS
ELLECTUAL PROPERTY?

IS a broad term defined as tanglble and
[angible property which includes
__ 'rtlstlc and commercial creations of the mind,

mu5|cal literary and artistic works,
:-E:— ideas,

_—-"__
ol A —

- — discoveries and inventions,
— words, phrases, symbols, designs,
— data, materials,
— formulas, methods, systems
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BASICS — WHAT 1S-1P?

L Includes those elements of institutional
search that can be protected as
— patents
= —copyright,
=~ — copyrightable software
- _Trademarks
— Service marks

— Trade secrets




|P E SICS Trade Secret
NITION .

tellectual Property tﬁa:t IS
tected by keeping key

| formatlon about the IP Secret




.'M_._.“ -
RBASICS — Trademark /Service..
rk DEFINITION -

tinctive names/signs or indicators used by an
dividual, business, or seller of goods or
grvices that help customers identify a particular

= Broduct represented by itself or its merchandise
%nd used to distinguish its product from
~— competitors products.

~—* A trademark can be either “TM” not yet
registered or ® registered.




IF SICS OTHER IP
siduals
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"terials
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——a " Tissues
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. Llsts
~Ideas
e Know-how
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BBASICS — COPYRIGHT _
FINITION * "

Iginal works of autharship fixed
any tangible medium of

xpressmn that can be perceived,

; = Teproduced or otherwise
communicated either directly or
with the aid of a machine or
device.




.E“
RBASICS — COPYRIGHT

FINITION

)rks of authorship include literary
ks musical works, dramatic
rks pantomimes and

= oreographlc works pictorial or
}i"'*: graphlc works, audiovisual works,
sound records, architectural works,
and computer software.




i '|C"J§*-‘COPYRIGHT1
OTECTION

pyright protection Is provided_by Title 17 of
€ United States Code

) copyright notice or registration is needed to
ta'” COpynght protectlon

_- -

— prowdes the owner of the copyright with the
exclusive right to reproduce, prepare new
versions (derivative works), to publicly display
and distribute and perform the derivative.




.E“
BBASICS — COPYRIGHT

OTECTION

otection Is not provided for:

any idea, procedure, process,
= system method of operation,
= ;--— concept, principle or discovery,
= regardless of form in which it Is

described, explained, illustrated or
embodied in such work




.E“
ICS —COPYRIGHT

INERSHIP & USE

itection good for life of author plus 70
ars

ceptlons to right to protection,

uratlon (falr use”, satlre amt of

proflt use, etc.)
® |Library Staff
e |T staff
® | egal Counsel
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BBASICS — COPYRIGHT _
JAT 1S YOUR POLICY?

Orks of authorship and scholarly articles-
)ES institution take ownership? Does
:ator retain ownership?

V hat about curriculum development,

.l-l.,_
.l—..--
—

-:-"' “educational materials?
—* What about copyrightable software?

* How do you make sure your faculty
remain compliant with copyright laws?

m _:-'-
=
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RBASICS — INVENTION/PATENT ..

EINITION

entable inventions are tangible, useful,
Vel and non-obvious intellectual
Jroperty assets that have been conceived

fand reduced to practice
-“?— -Conception is the mental “idea” of an
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~— Invention that occurs to the Inventor

— Reduction to practice is the physical
manifestation of the idea, which demonstrates
that the conception will work in the real world




.E“
RBASICS — INVENTION/PATENT ...

EINITION

1gible: an item or “thing’ " is created

fuI has some kind of “industrial”
Urpose or use as opposed to aesthetic or

e ,a tlst|c value.

F— -—".ll-,;:— =
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E-H"Non obvious: the idea would be so
- obvious to a person skilled in the art that
It really isn’t a new idea at all

— What about Improvements to an existing
idea?
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D E Slfé-lnvention/Patg_nt

el: Invention was not available to the

lic in any way before the filing date of

)e patent and was not available in any
Ilcatlon prior to that date either. This Is

—

'i'called “prior art”. In the US there Is a one

~_year grace period after publication in which

you can still file for patent protection.
However, this is not available worldwide.




RBASICS — Invention/Patent ..
finition _'

Inventor IS an individual that contributes
whole or in part to the conception of the
\vention. Persons that contribute solely to

== the reduction of the invention to practice

—-_-m-—".ll-,;:— =
T
_-ll_;.

— —are not considered inventors under patent
law.

— Failure to list all inventors on a patent
application can invalidate the patent.
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IRBASICS — Invention/Patent ..
finitions H

n elved the mental “idea” of an
ntlon that occurs to the Inventor

duced to Practice: physical
= n manifestation of the idea, which
—  demonstrates that the conception will
work In the real world
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RBASICS —Invention/Patent
:__..i'ai" Jvalllu
eed Innovation
iblic dissemination of technology to

=) 0|d socletal loss

‘?_:_';Grants a 20 year monopoly - the right to

- exclude others’ use of the invention
(Infringement)
® |nventor’s potential to recover costs of
discovery




BUBASICS — INVENTION/PATENT ...
OTECTION

2ntions are protected under U.S. Patent law
"ions) Each country has its’ own patent laws.

| —“ ice

= :Patent Office reviews application for patentability
~ criteria and breadth of claims — request additional
— information/argument, etc.- (Inventor argues to

broaden coverage, Patent office argues to narrow

coverage
* |f criteria met, Patent Office “Issues” a Patent
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D.BASICS — INVENTION/PATENT.
TECTION

— =




Hijacker Chin Putter
InjeclQlators Patent #6659880

brella — patent
637447

Mouse with “tiny”
printer
patent # 6650315
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RBASICS —Inventions/Patents...
_:f: lection - _'

tent protection can be expensive — filing
€s, attorney fees, etc. ($10-20K US,
gore for international filings)

;:__atents must be maintained (additional
-~ fees at x years)

—* Must have a market in order to recover
costs of prosecution and maintenance

— 1




|P BASICS — Inventions/Patents
nership & Institutional Policy

___Institutions retain all rights, title and
terest (ownership) of patentable
nventions that their employees (and yes,

== culty are employees) create using

= a—
-_—..'I.\_'E—
.l—.,.
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== “university resources (equipment, office
space, people, salary)

Policies usually provide a return of a portion
of any net license/royalty income with the
Inventors.

23
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RBASICS-Invention/Patent
titutional Policy "

otecting Institutional IP & Publication
ublic realm”
P oposals with “enabling” information

— -

";_._.__:iﬁprowsmnal patent filings —-US only . . . Fo

p— ]

- now
® |Internal Disclosure requirement and process

® Reporting requirements to sponsors.

— Mandatory positive and/or negative reporting
reguirements <




.E“
BASICS — Technology
insfer Terminology

/inership — retain all rights, title and interest in
e intellectual property
fi'gnment — giving away ownership

,__: "'ense — allow another party the right to use IP

O s —

T e

— — within parameters of the parties’ agreement

~ ® Sublicense — when a licensee is able to grant
another license of the same IP to someone else

e Background IP-Invention that could “block”
other Inventions from being used.

® Bundling




. SICS Technology
nsfer Termlnology

e SES: ki =

'yalty Free — fully — Royalty Bearing
ald

| WorIdW|de — U.S. , other countries
—-=~ Field of Use — unlimited

:'-"__-—
o —
—

— — — Exclusive — Nonexclusive
— Revocable — lIrrevocable

— With right to — Without right to
sublicense sublicense

— Option — Right of first refusal




IP BASICS — Sponsored
search Agreement Language™

=

tion hereby grants to Company an
0 t|on for a worldwide, fully paid up,

.Jﬂfrevocable non-exclusive royalty free

— license with the right to sublicense
Inventions conceived and reduced to
practice during performance of the Scope
of Work for non-commercial, internal

purposes
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BASICS = Bayh Dole Act 1980

2, must protect via patent within

ear
report IP to the government (Edison)

Pel |od|c reports of how IP being utilized

+ EMarch In Rights”

— For compelling reasons, Gov't can step in and
take Title

— Government can require you to license to 3

party
— Government can step in and license




. SICS Technology
ansfer

' Dole requirement: Not allowed to assign title
"'ther (unless it is a patent management
anization)

STax implications: Granting title or Commercial NERF

.-n..'

= —--—-“

— unpald license could result in “private use of non-

——

_-—-

= proflt resources/space and make institution subject
~—to Unrelated Business Income Tax, loss of tax-
exempt bond status — or, If significant- loss of
overall tax free status.

* |RS Revenue Procedure 2007-47 (Replaces Previous
version IRS Revenue Procedure 97-14) 29




RBASICS — Institutional
nsiderations _'

ecting IP during the Proposal Process

o] jaborations prior to submission: use Non-
sDisclosure Agreements, Teaming Agreements

== During Peer Review Process- proposal information

- __-_.‘\_

= = held “confidential” and enforced by sponsors

=— Federally funded, information not specifically
marked as proprietary, confidential is considered
“published” upon award
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BASICS — Institutional _
nsiderations
otecting IP during the project
Jisclosures to tech transfer office PRIOR to
UbllCﬂthn
= * Discussion in classes

= < E-mail/twitter, etc.
-~ e \Web-based information

® Presentation at a conference
® Thesis/dissertation delivery
® Submission of manuscript

® Collaboration agreements that maintain
confidentiality of information with research
partners




RBASICS — Institutional _
nsiderations

uring Compliance with Federal and
3er Sponsors’ requirements
EProvide Disclosures to Tech Transfer Office in
'timely manner

= Consider Sponsor Data Sharing
~ Policies/Requirements

—* Protecting IP when a Pl/Inventor transfers
In and when a Pl/Inventor transfers out
— Have a policy, procedure and checklist
— License agreements, Data exchange
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ASICS — Institutional
nsiderations "

nical Considerations of IP and research
ocess
B What about Students, Postdocs, Staff?
+-_ Instltutlonal conflicts — equity holdings,

-
-_.—-'-

~ —  endowments, gifts & research
= Ownership of human tissues
— Benefit back to human participants of

significant discoveries

®* Moore vs Regents Univ Cal System, Washington
Unlverlsty St. Louis vs. Catalano, Greenbelt vs. .,

kl an =ra n







